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I INTRODUCTION

!
|
|
[
!
|
!
l
|

In its original moving and reply papers in support of this motion, the Univerlsity of

Southern California ("California") asked the Board to take official notice of variousi 'SC" and

"US" or "USA" registrations. California submitted these registrations to demonstrate
3

!
the letters "SC" are not uniquely associated with the government of the state of South
1

and that the Patent and Trademark Office does not consider the mere initials of a state

both that
Carolina,

or country

ed

to be a sovereign insignia within the meaning of 15 U.S.C. § 1052(b). In it15 Order dii
it

|
February 10, 2003, this Board indicated that it would consider the registrations submitted by

California, but it provided an opportunity to submit any contrary evidence and brieﬁhg to the

University of South Carolina ("Carolina") under the summary judgment standard of Fed. R. Civ.

Pro. 56. 1

Although Carolina did submit 17 exhibits in response to the Board's Order, the exhibits

do not lend any support to Carolina's claims.! If credited, the evidence would show 01nly that the

letters "SC" are not uncommonly associated with the government of the state of Soulthl Carolina;

there is no evidence that states or even suggests that the letters "SC" are uml'quely asso

the government of the State of South Carolina as is required under 15 U.S.C. § 1052&“

the same methods that Carolina uses to show that the letters "SC" are associated in sEcn

||
with the State of South Carolina in at least 3,000 cases also show that the letters "SCi !

|
1 Because Carolina submitted no declaration or other form of authentication, most|o
evidence is incompetent and cannot be used for any purpose at summary Judgmern
56 (e). Itis well established that evidence submitted for summary ]udgment must
admissible, and evidence cannot be admissible without an adequate foundatlon F

the extent that Carolina includes material from printed publications, suclh material

ciated with

1). In fact,

me way

are

fthe
FR.C.P.

be

inally, to

might have

been admissible with a proper notice of reliance, 37 C.F.R. § 2.122(e), but no such notice

was provided. |
\
|
|
r

i




commonly associated with the Opposer/Respondent University of Souther

further show that there are at least 3,000 uses of "SC" that have no relation

South Carolina.

Moreover, there is no evidence that would show that the initials "SC" have t

by the State of South Carolina as an insignia of sovereign authority within

U.S.C. § 1052(b). Carolina submits no legislation to support this claim, nc
of the adoption of the letters SC. [Contrast South Carolina General Asserr

April 2, 1776, adopting the South Carolina State Seal.] Indeed, Carolina si

that even purports to state that the government of South Carolina has adop

insignia of sovereign authority.

Instead, Carolina submits various exhibits that, if competent, would do nothi
-show that the government of the state of South Carolina has used the letter
on various flags, uniforms, seals, etc on various occasions (almost exclusiv
However, this evidence does not show that the letters SC by themselves constitute a:n
sovereign authority within the meaning of 15 U.S.C. § 1052(b). Unlike the

seal of the State of South Carolina, which South Carolina has formally ado

2 Indeed, most of the occasions reflected in the exhibits derive from the C1V11 War :
140 years ago. Of the six exhibits which might reflect the use of SC asipart of fla
uniforms, seals, etc., five of them date from before 1865. The remaining eXhlblt‘
pictures of alrplanes from the South Carolina Air National Guard, whlch shows t
"S.C." being used as an part of an abbreviation for the South Carolina Air Natiot

t
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(i.e. either as "S.C. Air National Guard" or "S.C.A.N.G."). For the reasc!ms d1scus|< sed below,
the inclusion of "S.C." as part of that abbreviation is not a formally adopted p1ctonal symbol

of state authority that would make it among the flags, coat of arms, or oither inst

protected by 15 U.S.C. § 1052(b).
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include the letters "SC," there is no point at which the state of South Carolina has adopted the

initials "SC" as a symbol of sovereign authority within the meaning of 15 U.S.C. 9 I

52(b).

As aresult, both the clear law and the undisputed evidence before this Board demonstrate

dismissed with prejudice or summarily adjudicated against Carolina.3

that Carolina's claims under 15 U.S.C. § 1052(a) and 15 U.S.C. § 1052(b) should ei Ether be
l
[
E

IL. ARGUMENT

A, Carolina's Evidence Does Not Show Any Unique Affiliation of the Lette}r;

"SC'" With the Government of the State of South Carolina |

1. The Board Must Grant Summary Judgment When the Opposing
Party Fails to Raise a Material Issue of Fact |

Rule 56 provides "the principal tool [] by which factually insufficient claims| o
| l

[can] be isolated and prevented from going to trial." Celotex Corp. v. Catrett, 477 U

i
i

r defenses

.S. 317, 327,

106 S. Ct. 2548, 2555, 91 L. Ed. 2d 265, 276 (1986). A moving party need not subf[n‘it evidence

that affirmatively disproves the opposing case. Id. at 325; Conroy v. Reebok Int'l, Lz’;d., 14 F.3d
l

|

1570, 1575 (Fed. Cir. 1994). Rather, once an issue of summary judgment ﬂas been ﬂ)roperly
|

raised, the burden shifts to the opposing party to produce admissible eviden?ce to derrh onstrate the

i l

existence of a triable issue of fact. Opryland USA Inc. v. Great American Ailusic ShOEM, Inc., 970

|

F.2d 847, 850 (Fed. Cir. 1992). Summary judgment is appropriate where the opposiif g party

does not submit any admissible evidence that would create a triable issue of fact. Sch

[

, /|
Regal Marine Indus., Inc., 247 ¥.3d 1202, 1207 (Fed. Cir. 2001). E
|

!
!
I

vell v.

3 As noted at the end of this memorandum, California understands the Board‘s order of
February 10, 2003 to extend only to the subjects on which California hafl submitted outside
registrations. As such, California will not provide further substantive briefing onlits F.R.C.P.

9(b) motion to dismiss Carolina's fraud claim, which has been fully bnefed in theI ;‘Lrior

papers.




|
|
|
i
|
|
|

Put differently, the evidence must not only create an issue of fact, it must crfe
|

of fact on a relevant topic. Summary judgment is proper in spite of a factual disput"e

%te an issue

if the

b

factual dispute would not affect the resolution of the suit under the governing law. Anderson v.

!
Liberty Lobby, Inc., 477 U.S. 242, 248, 106 S. Ct. 2505, 2510, 91 L. Ed. 2(11 202, 21% |

("Only disputes over facts that might affect the outcome of the suit under tpe governi

(1986)

g law will

properly preclude the entry of summary judgment); Olde Type Foods, Inc. Roundﬁ»

F.2d 200, 202 (Fed. Cir. 1992).

1

|
]V.
!
o
2.

1

Between the Mark and the Challenger: It Requires a Unique |
|

Association Between the Two |
As the Trademark Manual for Examining Procedure explains: !
I

|
To establish that a proposed mark falsely suggests a connection with a pe:rso|

11

an institution, it must be shown that: . . . (2) the mark would be recognized as ..

point[ing] uniquely and unmistakably to that person or institution . |~ and 4)
fame or reputation of the person or institution is such that, when the mark is u

with the applicant's goods or services, a connection with the person §or institut
would be presumed. i

|
rp., 16 U.

T.M.E.P. § 1203.03(e) (emphasis added) (citing In re Nuclear Research Co
1316, 1317 (T.T.A.B. 1990), Buffett v. Chi-Chi's, Inc., 226 U.S.P.Q. 428, 429 (T.T.A

and In re Cotter & Co., 228 U.S.P.Q. 202, 204 (T.T.A.B. 1985)).

Therefore, a mark cannot be challenged under Section 1052(b) unles :
!

public would associate the mark with only one possible source. The lead case on this

[
x
the Federal Circuit's Notre Dame decision, wherein the Federal Circuit rejected the cl

} !

name "Notre Dame" was uniquely associated with the University of Notre ﬁme. Un

!
|
Notre Dame du Lac v. J.C. Gourmet Food Imports Co., Inc., 703 F.2d 137ZJ 1375-76;

1 i
1983), aff’g 213 U.S.P.Q. 594 (T.T.A.B. 1982). In the words of the Federal Circuit: :

a
i
!
l
i
|
|
|

- 15 U.S.C. § 1052(b) Requires More than Just a Common Associaft'

I

{
| N
| i

1

|

|

f=3
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s, Inc., 961
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sed
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S.P.Q. 2d
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,hming
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zjg'm that the
Versity of

(Fed. Cir.




i
|
]
i
|
|
[TThe initial and critical requlrement is that the name (or an equlvalent theré<

claimed to be appropriated by another must be unmistakably associated Wlth
particular personality or "persona." |

[/ 4}

!
i

Notre Dame, 703 at 1376-77. See also id. at 1377 ("The mark NOTRE D/TME, as 1:1
| |

[applicant], must point uniquely to the University.") |

I i

The Federal Circuit explained that the University's challenge failedibecause t
|

not solely associated with the University despite the University being a "fa;mous and

distinguished" university which enjoyed "great prestige and good will arouind the col

l H
Notre Dame, 703 F.2d at 1373-74, 1377. As aresult, it could not be said tpat the mie
name "Notre Dame" appropriated the identity of the University. Id. at 1377 See also)
1

| |
Aeronautics and Space Admin. v. Bully Hill Vineyards Inc., 3 U.S.P.Q. 2d 1671, 167¢

1987) (rejecting violation where the name "does not point uniquely and un%nistakab‘l

Iy
428, 429

|
i

1985) (upholding challenge to the mark "MARGARITAVILLE" because the name 1L |

>

party's personality or 'persona™); ¢f. Buffett v. Chi-Chi's, Inc., 226 U.S.P.Q

associated with the singer Jimmy Buffett). i
ul

]
Although a Lexis/Nexis Search Does Show More than 3, 000 Res
"SC" in Close Proximity to "South Carolina," Lexns/Nexns Search
Also Show More than 3,000 Results of "SC" Without Any Mentll(i

South Carolina l

California has repeated the search reflected in Carolina's Exhibit 1, ?and conﬁ

4 !
Lexis/Nexis search does show more than 3,000 results of SC within close p;roximityi

3. 1

Y
"South Carolina." [Affidavit of Mandy Robertson-Bora ("MRB Decl.") q 2I] Califor
that Carolina means to show that the letters "SC" are not uncommonly asso%ciated wft

1
"South Carolina." w
|
: {
However, a similar Lexis/Nexis search on the letters "SC" that excludes any 1
:

the words "South Carolina" likewise shows more than 3,000 results in whjcjh "SC"1i
|

oif)
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[

i
|
i
|
i
l
i
!
|

without any mention of South Carolina. [MRB Decl. § 3 and Ex. A thereto.] To th:e

lextent that

Carolina’s original search shows some connection in the public mind, the converse of that search
!

[
shows that the letters "SC" are not uniquely associated with the state of South Caroli

In this respect, the relationship between Carolina and "SC" is no different thl

relationship between the University of Notre Dame and the "NOTRE DAl\(IE" marlf(.

l

Lexis/Nexis search using the Carolina method demonstrates that there are more tha;’n

results with "Notre Dame" in close proximity to the word "University," but a similai*
search also demonstrates that there are more than 3,000 results for "Notre Dame" th

V]

|

mention the word "University" at all. [MRB Decl. 4 4-5 and Exs. B-C.] |In other v
| |
!

instant case is analogous to the Notre Dame case, and the fact that people ji:requentlﬁy‘
| ;

|

na.

3,000

Lexis/Nexis

at do not

ords, the

(but not

im under 15

exclusively) associate the mark with one source does not constitute the basis for a (':
’ l

U.S.C. § 1052(a). See generally, Notre Dame, 703 F.2d at 1377 (explainipg that faEJ

i !
source is not enough to establish protection unless the mark points uniquely to thatE
|
Moreover, a Similar Lexis/Nexis Search Shows that the Letters
Are Also Commonly Associated With the University of Souther!ﬂ]
California ‘

1

4.

ation bet\E’s
) |

and "South Carolina," but Carolina's methodology also demonstrates manfy instancfe
‘ +
is associated with California. A Lexis/Nexis search using Carolina's metho

1
i

V

Not only does Carolina's methodology disprove any unique associ

dology]j

i r
a close proximity to California, Southern Cal, University of Southern California or
| i

resulted in more than 650 such results, with more than 200 relating to "Tr]oj an" or '{'
alone. [MRB Decl. § 6 and Ex. D.] Moreover, a similar Lexis/Nexis sear;ch with ?
different methodology shows more than 2,500 results which refer to "SC,::' "Footbzfll]
1r words, g

|

"Trojans" all in the same document. [MRB Decl. § 7 and Ex. E.] In othe h

for SC within
[Trojan(s)
T

slightly

"

€ same

me for one
source).

SC"

een "SC"

where "SC"

rojans"

and |




methodology proposed by Carolina clearly demonstrates that California has an esta‘ti)hshed

connection to the letters "SC" and that the letters cannot be exclusively or ljmiquely fassociated
|

with the government of the state of South Carolina. {

5. California's Prior Evidence Demonstrates that Numerous Thll‘dE
Parties Use the Letters SC ‘
In its prior briefing, California asked this Board to take official noti10e of Var:ic us

L. i :
registrations to demonstrate that "SC" is not uniquely associated with Carolina. Caréohlna begins

its objections by an attack on the "typed listings" that California submitted with its o:riginal
: [
1 i
| ;
papers. This long discussion is nothing more than an irrelevancy, since California previously
{

|
|

submitted evidence of 11 third-party word mark registrations in conformity with TMBP
1 t
§ 703.02(b), and submits herewith the remainder of the registrations previotusly iderhiﬁed, in the

J ;
i 1

format required by TMBP §703.02(b).# [California's Notice of Reliance ("NOR"), Se ction C and

Ex. C thereto.] It is well established that such evidence of third party regis{trations ifs admissible

A ! ‘
evidence on summary judgment. Id.; 37 C.F.R. § 2.122(e); General Mills, Inc. v. K%llogg Co.,
| :

|

824 F.2d 622, 626 (8th Cir. 1987). ¢

(
Carolina then attempts to dismiss the 11 word marks for "SC" by contendmg that each
|

situation should be determined on its own merits, and the submission of evidence of; third-party

marks should not be given any weight in determining the strength or weakliess ofa Iénark.
Again, Carolina's argument misses the point. Of course each case h}as to be determined

1 ?
on its individual facts. In this case, the fact in question is whether Carolina has alleged a unique

i

!

4 As California brought this motion initially under Fed. R. Civ. Pro. 12 rather than Fed. R. Civ.
Pro. 56, California did not believe that the standards of TMBP § 703. 02(b) apphed.
However, to address Carolina's objections, California submitted all of the "SC" word marks it
had previously identified under the standards of TMBP § 703.02(b) in prior brlef hg.




and exclusive association between that the letters "SC" and the governmen]t of South

!
Given the nature of Carolina's claims, the evidence of third party registratici)ns is clea
] !

!
€S unconn
}

|

!
|
!

1
that third parties have used and continue to use the letters "SC" for purpos

South Carolina.
Moreover, Carolina's citation of Olde Tyme Foods, Inc. v. Roundy 's Inc., 961

|

(Fed Cir. 1992) does it more harm than good. Although third-party registra;tions may
evidence of the strength or Weakness of the mark, such registrations "never?theless aIZ'

o
v

Carolina.

evidence

ected with

F.2d 200

not be

relevant

-/

when evaluating the likelihood of confusion." Olde Tyme, 961 F.2d at 2041‘. Put diff;

| :

registrations show a diminished likelihood of confusion, because they shovi\z that the|
. . . . . | |

mark is not particularly unique. This Board may consider them on the facts of this ¢
‘ .

a
]
|
exactly that purpose: that the "SC" mark is not particularly unique to the source claim

D

{ E

exclusive possession of it for all purposes. See also General Mills, 824 F.Zd at 626-
l

This Board May Consider Additional Facts From chtlonarles tha
Disprove Any Unique Association

6.

In its original motion, California asked the Board to take official no]‘tice of the

SC is the official international postal code for the Seychelles Islands, and t}jlat SC is I

4]

element code for the element Scandium. [Request for Official Notice Y 12-13]. Th

|

entitled to consider such entries in dictionaries and other appropriate publlcatlons 37

2.122(e); see also Loglan Inst., Inc. v. Logical Lang. Group, Inc., 962 F. 2d 1038, 104]

1992).

t

rently, such
sserted

se for

ing

7.

fact that

kewise the

Board is
US.C.§

1 (Fed. Cir.

In addition to the evidence submitted with its original motion, Califbmia her

i

| ;
submits the relevant pages from volume 1, part 4 of the Acronyms, Initialisms & Abbr

Dictionary, 29th Ed. 2001 at pp. 2799-3803 (Mary Rose Bonk, Ed.) [NOR, Section(B

thereto.] This dictionary contains more than four pages of different meanings for thé
|
!

H

with

eviations
and Ex. B

nitials SC,




|
{
|
|
|
|

which includes "Southern California." [Ex. B at 3801.] This is yet additional evidelmce that the

letters "SC" are not uniquely associated in the public perception with the gpvemmemt of South

{
1

Carolina. 1

|
1

7. Because Carolina Submits No Evidence That Demonstrates or E\L'e
Suggests a Unique Affiliation of the Letters "SC" to the Governmant

of the State of South Carolina, Its Challenge Under 15 U S.C. §
1052(a) Must Fail

{

| :
Beyond the Lexis/Nexis search, Carolina submits various exhibits that reflect

i ;
the letters "SC" in various ways that refer to the state of South Carolina (such as the I

: : : : x |
various maps, various S. Carolina governmental websites, etc.). However, none of th
i

n

tithe use of
BlueBook,

hese exhibits

demonstrates or suggests a unique affiliation between the letters "SC" and the government of the

t

state of South Carolina that would exclude other uses.> Carolina asks this Board to take an

|
unacceptable logical leap: that merely because there are many instances in {JVhICh the

"SC" refer to South Carolina, the Board should presume that the letters "SC}" refer to tiue

i

government of South Carolina in every instance. Carolina's evidence does not suppoiﬂ the
|

|
I t

second proposition. |

2| letters

The plain fact is that Carolina has failed to submit any evidence that‘would pr}ove the

second proposition. There is no declaration from any individual for the proposition th

| :
letters "SC" are uniquely associated with South Carolina. There is no evidelluce (comfa

> Indeed, not only does Carolina fail to submit any evidence that would sh10w a unlqlkle
association with the government of the state of South Carolina, at least one of Caro}ma’s
exhibits shows that the letters "SC" are used to refer to other, non- governmental af

within the borders of South Carolina. See, e.g. Carolina Exhibit 6 (dlscu‘ssmg "SC

‘ Jlt the

etent or

airs
Weather

Forecasts," "SC Tides," "SC Restaurants," "SC Bands & Music"). Althoﬁgh not o[ne of the
thousands of uses of SC that is completely unrelated to "South Carolina," this is ﬁ.1|rther

demonstration that the letters "SC" do not refer exclusively to the governmental en‘
claims it here.

tity which

'1
|
|
’ |
|



|

otherwise) that tends to exclude any other connection with "SC," and indeed, there i

,__ [

sino attempt

to show a unique connection. In effect, Carolina is back where it began: résting on

I ey —

allegation that the letters "SC" are uniquely associated with the State of South Carol;

\

the evidence to the contrary. Such an allegation is not sufficient for summary judgnla nt.
| :

As discussed in the opening portion of this brief, Carolina's burden “ion summa

| ]

judgment is to present admissible evidence that would create a relevant issue of tria‘tbr

fact, and

California could prevail even if it had not submitted any evidence at all (altilough it
!

bottom line is that Carolina has not submitted any evidence (admissible or not) that would
|
support its claim that the letters "SC" are uniquely associated with the gove{rnment of the state of

i
1
1

s). The

g

South Carolina, and its claim must fail. Notre Dame, 703 F.2d at 1377.
1
B. None of Carolina's Evidence Demonstrates that Carolina Uses SC as an .
Insignia Within the Meaning of 15 U.S.C. § 1052(b) ;
1. 15 U.S.C. § 1052(b) Requires That the Insignia Be a Plct(t)rlal Sym ol
of State Authority ;

15 U.S.C. § 1052(b) provides that a mark shall not register if the m#k:

Consists of or comprises the flag or coat of arms or other insignia ofithe Unite

States, or of any State or municipality, or of any foreign nation, or aﬂy 81mulat

thereof.

=8 »,_-_

|
15 U.S.C. § 1052(b). |

As the Trademark Manual of Examining Procedure explains: 1
Flags and coats of arms are specific designs formally adopted to serve as embl
of governmental authority. The wording "other insignia" should not be be

interpreted broadly, but should be considered to include only those emblems &

devices that also represent such authority and that are of the same general clas<
and character as flags and coats of arms. ;

10




t
|
i
|
i
i

¢
A

TMEP. § 1204 (3d. ed. rev. June 2002) (emphasis added); see also Vuitt(fn Et Fi ilsz

Young Enter., Inc., 644 F.2d 769, 775 (9th Cir. 1981) (rejecting § 1052(b) claim be(E:

!

challenged mark was not an "official symbol" of the government). !

In addition , as Judge Flannery has explained, an image must be "fo':rmally ad
!
serve as an emblem of governmental authority” in order to qualify as an ins:ignia und

Q
C

§ 1052(b). Heroes, Inc. v. Boomer Esiason Hero's Found., Inc., 43 U.S.P.Q. 2d 1193

I
(D.D.C. 1997). Moreover, as noted in the moving papers, this Board has pfeviouslyﬁ 2

|
the question of initials and found that they are not generally protectable unc}er § 105;!2

Navy v. United States Mfg. Co.,2 U.S.P.Q. 2d. 1254, 1256 (T.T.A.B. 1987) ("The let

are nothing like a flag or coat of arms. These types of insignia are pictorialéin nature,
i H
described, but cannot be pronounced.").

Among the reasons that § 1052(b) is interpreted so narrowly is that § 1052(b)!

|
gnia. TMEP § 1204 (

the registration of any mark that would include a forbidden insi

extends to marks "having [objectionable material] incorporated in them"). As a cons
liberal interpretation of the definition of insignia in § 1052(b) would effecti{\Iely preci
registration that included the letters SC or any similar initialing for any staté or countil
letters "DC," "NY," "UK," etc. could not be included in any application or r;egistratioim

goal of § 1052(a) is to prevent the dilution of pictorial symbols of state authority like

] B
coat of arms, not to exclude any mark which might happen to incorporate thb initials ¢
|

|
sovereign. See generally In re Horwitt, 125 U.S.P.Q. 145 (T.T.A.B. 1960) (approving

!
registration of "U.S. Health Club" over objection that mark included a desi g]nation for

)

o g
>

States).
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1
1
]
1
|
i

|
As such, it is clear that the letters SC do not meet the narrow standards prescribed for

flags, coats of arms, or other insignia under 15 U.S.C. § 1052(b).6 i
2. While South Carolina Has Formally Adopted Various Flags and[
Seals, South Carolina Has Never Adopted Any Form of "sC" as‘a
Official Insignia

|

It is notable that Carolina does not submit any official resolutions ollf the state
|
Carolina or any other official action that adopts the letters "SC." Indeed, Carolina d[o
‘ :
|
submit any declaration from anyone holding any responsible position in the South Ca

government (or anyone else) to the effect that the letters "SC" have been adopted as h

the government of South Carolina.

of South
€S not even
rolina

symbol by

As California notes in its accompanying Notice of Reliance, the goxf/ernmenti of South

Carolina maintains at least one website that identifies the "Symbols and Emblems" of the State

(
of South Carolina. [NOR Section A and Ex. A thereto. 1 That website not only 1denti

fies the

various flags and seals of the State of South Carolina, but it also typically 1dent1ﬁes the dates on

1

which those flags or seals were adopted or modified by the State of South Garolina. See.

i
1

generally http://'www.lpitr.state.sc.us/studentpage/symbols.htm. For exaniple, the official state

seal for the State of South Carolina was adopted by formal resolution of So{uth Carolina's

General Assembly on April 2, 1776. [Id. at NOR Ex. A.] Of course, that seal does not consist

|

6 California notes that, of all of the exhibits submitted by Carolina, only the buttons!i
14 reflect the sort of pictorial representations of state authority contemplated by §

Of course, these representations consist of more than just the letters SC. 1 Moreovej

discussed in the following section, there is no evidence that the seals in lExhlblt 1l|

formally adopted by the State of South Carolina (unlike South Carolina's OfﬁClal||
which was formally adopted on April 2, 1776).

in Exhibit
1052(b).

r, as

4 were ever
tate seal,

o
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merely of the letters "SC." As a point of fact, the official seal does not even contaiq

!

"SC." [1d.]

i

the letters

. . o .
As this Board may have expected given the lack of evidence from Carolina, the website

|

does not include any mention of the letters "SC" as an adopted symbol. Id.} Moreoxfer, the letters

"SC" are not even present within the seals and flags that have been fonnally adopted

{
The only evidence that Carolina submits shows at best, if admissiblje at al], th

SC were included on various uniforms, regimental flags, and similar military items.

1

Carolina announces in a conclusory fashion, that the inclusion of the lettersf "SC" on such

i

Id.

at the letters

‘While

|

1 H
uniforms and regimental flags demonstrates a formal adoption by the state (;)f South Carolina,

this announcement is really an attempt to finesse the fact that South Carolina has nev
i _

er formally

adopted the letters "SC" as a symbol of sovereign authority. The mere use by a gové

i

various symbols does not make the symbols into insignia of sovereign authority. In »

iment of

e U.S.

| ,
Department of the Interior, 142 U.S.P.Q. 506, 507 (TTAB 1964) (rejecting claim that use by

government department constitutes "other insignia" because such insignia ié not a for

adopted symbol of the entire government). i

Moreover, the use by South Carolina of the initials "SC" on various iuniformsf

military paraphernalia is no different (if far less extensive) than the use of tﬁe letters

1
various military uniforms and paraphernalia of the United States Govemme;nt. Never

| i
myriad of "US" marks have registered, which demonstrates clearly that the mere inclu

ally

and similar

"US" on

theless, a

ision of a

sovereign's initials on a uniform or similar military paraphernalia does not constitute a formally

adopted pictorial insignia within the meaning of 15 U.S.C. § 1052(b).
In short, the law under 15 U.S.C. § 1052(b) is quite clear that an "inljsignia" un
meaning of that section must be a symbol of state authority that is a) pictorial and b) f
|

?
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adopted as a symbol for the entire sovereignty rather than a mere portion thereof. Th. letters

"SC" meet neither of these qualifications and 15 U.S.C § 1052(b) is not a bar to reg1 stration of

the letters "SC" by the University of Southern California or any other appllfant

C. California Relies Upon Its Previous Briefing In Regards to Its Fed R. Cn

Pro. 9(b) Motion Against Carolina's Fraud Allegations

Although Carolina submits additional argument directed towards California's
under Fed R. Civ. Pro. 9(b), Carolina does not submit any additional evideﬂce to sup

claim that California's statement of first use was submitted with fraudulent intention,

motion
)port its

]
.

Jor its

generic claim without any factual allegations that the Board must have relie‘!d on the élleged

misstatements. Carolina simply argues that there is sufficient ambiguity in Californiz

of first use that the Board should allow the allegation of fraud to go forward!.

a's statement

In its prior briefing, California explained at length how California's éctual affidavit does

|
not contain the misstatements alleged by Carolina. California further explained at length why,
i H

even if they had been made, the alleged misstatements could not have been material fo the

Examiner's decision to allow the registration or constitute a "but for" cause c:)f registration.

Rather than burden this Board by repeating that argument here, California W?ill only no e that the

existence of a mere ambiguity is not enough under Fed. R. Civ. Pro. 9(b) to $uppoﬁ a

1

laim for
fraudulent statement or intent, and ambiguity is certainly not a specific factu’al allegation to

explain why the Examiner would have relied on the alleged misstatement. As discuss

d at much
greater length in California's previous briefing, the few concrete allegations i:n the corr}laint do

not demonstrate an actual misstatement as required by Fed. R. Civ. Pro. 9(b), and mor

issued given the undisputed fact that California was using the mark in commbrce on al

| ;
| :

i

14

over, such

1| of the

|
|
|
1

an alleged misstatement would not have precluded registration since the registration W@Kuld have



goods by the time it filed its statement of first use. California therefore di

previous briefing.

IV.

. . . Lo
For the reasons discussed above, Carolina's counter-claim should be dismisse

matter of law.
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